Docket No. F-8622 Ser. No. 10/527,369 

REMARKS 

Claims 1 and 4-14 are now pending in this application. Claims 1-11 are 
rejected. Claims 2 and 3 are cancelled herein. New claims 12-14 are added. Claims 
1 and 7 are amended herein to clarify the invention, to express the invention in 
alternative wording, to broaden language as deemed appropriate and to address 
matters of form unrelated to substantive patentability issues. 

Applicants herein traverse and respectfully request reconsideration of the 
rejection of the claims and objection cited in the above-referenced Office Action. 

The drawings are objected to. The Office Action states that the legend 
"PRIOR ART" is required on Figs. 14 A, 14B and 15 to clarify the invention. 
Replacement drawing sheets containing Figs. 14A, 14B and 15 accompany this 
amendment wherein the legend "PRIOR ART" is added. Withdrawal of the 
objection is therefore respectfully requested. 

Claims 1, 2, 4 and 7 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Knudson (4,607,839). Claim 2 is cancelled herein rendering its 
rejection moot. Applicants herein respectfully traverse the rejections as pertaining 
to remaining claims 1, 4 and 7. "Anticipation requires the presence in a single prior 
art reference disclosure of each and every element of the claimed invention, arranged 
as in the claim," Lindemann Maschinenfabrik GmbH v. American Hoist & Derrick 
Co., 221 USPQ 481, 485 (Fed. Cir. 1984) (emphasis added). It is respectfully 
submitted that the cited reference is deficient with regard to the following. 
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AMENDMENTS TO THE DRAWINGS: 

Please find accompanying this response replacement sheets for Figs. 14 A, 
14B and 15. The drawing amendments add a "PRIOR ART" legend in response to 
the drawing objections requiring that such change be made. No new matter is added. 
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Claim 1 is amended, and now includes a recitation similar to claim 3, 
cancelled herein, and which was not rejected as anticipated by Knudson. In 
particular, claim 1 now recites, in pertinent part, the following: 

a swaying arm being formed in a rod, one end 
of said swaying arm being rotatably connected to the 
foot stand; 

a swaying arm support portion provided on the 
base stand, said swaying arm support portion 
including a support member provided on the base 
stand, said swaying arm support portion further 
including a turning member which is rotatably 
provided on said support member, said turning 
member being provided with a pair of rollers freely 
rotatable about a vertical axis in such a manner that an 
other end of said swaying arm is hold in between said 
pair of rollers so that said swaying arm slides 
therethrough along with movement of the slide base 
portion along the guide rail 
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Knudson does not show "a pair of rollers" that hold a rod (a swaying arm) 
therebetween as now recited in amended claim 1 . In contrast, Knudson shows, for 
example, in Figs. 1 and 2 thereof, that a ski(s) 3 is slidable in a ski guide 6 which is 
rotatably provided on a ski guide support bar 7 along with a reciprocal side by side 
movement of a user's feet placed on the rear part of ski(.s) 3. An upper surface on 
which such ski(s) is slidable (ski guide floor 1 1) is formed as a non-resisting surface 
as shown in Fig. 7, and described at col. 3, lines 38+. 

In view of the above, it is respectfully submitted that claims 1, 4 and 7 
particularly describe and distinctly claim elements not disclosed in the cited 
reference. Therefore, reconsideration of the rejections of claims 1 , 4 and 7 and their 
allowance are respectfully requested. 

Claim 3 is rejected as obvious over Knudson in view of Peters (US 
5,125,880) under 35 U.S.C. §103(a). While the cancellation of claim 3 herein 
renders the rejection moot, to the extent that the subject matter of claim 3 has been 
incorporated into amended claim 1, applicants submit the following arguments in 
support of the patentability thereof in view of the proffered combination of 
references. 

Knudson employs a smooth surface for a leading end portion of ski(s) 3 to 
slide on in order to achieve smooth relative movement between the ski 3 and the ski 
guide 6. In contrast, such motion is achieved in accordance with the claimed 
invention by the use of a vertically oriented roller pair and a rod shaped swaying arm 
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which is placed between this roller pair. With respect to this feature (present in 
original claim 3, and which is now included in amended claim 1), the Examiner relies 
on the disclosure of Peters, referring to Figs. 6 to 8 thereof, averring that utilizing the 
guide roller 21 of Peters in place of the guide floor 1 1 of Knudson would be obvious 
to one of ordinary skill in the art. 

Applicants note that the guide roller 2 1 of the Peters reference is used in a ski 
simulating apparatus to support an elongate member 3. It is respectfully submitted 
that replacing the guide floor (flat surface) 1 1 in Knudson with the guide roller 21 of 
Peters would require drastic alteration of the shape of a lead end of ski(s) 3 of 
Knudson, which would necessarily sacrifice the appearance and shape of ski(s) 3 of 
Knudson, specifically disclosed in Knudson as being a desired feature (see, for 
example, col. 2, line 50, in which simulation of a ski shape is deemed important). 
In such regard, applying the teachings of Peters would sacrifice the stated object of 
Knudson, and therefore be in direct conflict therewith, thereby leading one away 
from making the combination with Peters. Consideration must properly be given to 
teachings of the prior art which would lead one away from the claimed invention as 
well as those that might suggest the invention. Mendenhall v. Astec Industries, Inc. , 
13 USPQ2d 1913, 1939 (Term 1988), affd, 13 USPQ2d 1956 (Fed. Cir. 1989). 

Moreover, applicants submit that, as now recited in the amended claim 1, a 
rod (a swaying arm) 41 is supported in between a pair of vertically oriented rollers, 
rather than the pair of horizontally oriented rollers as shown in Fig. 8 of Peters. Thus 
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the combination of references fails to provide all claimed elements, as properly 
required in establishing a prima facie case of obviousness., 

Thus, it is respectfully submitted that the currently pending claims, in their 
amended form, are not obvious in view of the cited references for the reasons stated 
above. 

Claims 5 and 6 are rejected as obvious over Knudson in view of Loane (US 
6,569,064) under 35 U.S.C. § 1 03(a). The applicants herein respectfully traverse this 
rejection. 

It is respectfully submitted that the proffered combination of references 
cannot render the rejected claims obvious because the secondary Loane reference 
does not provide the teaching noted above with respect to the anticipation rejection 
that is absent from the primary Knudson reference. Thus, the combination of prior 
art references fails to teach or suggest all the claim limitations. Therefore, 
reconsideration of the rejections of claims 5 and 6 and their allowance are 
respectfully requested. 

Claims 8- 1 1 are rejected as obvious over Knudson in view of Sleamaker (US 
5,328,427) under 35 U.S.C. § 1 03(a). The applicants herein respectfully traverse this 
rejection. 

It is respectfully submitted that the proffered combination of references 
cannot render the rejected claims obvious because the secondary Sleamaker reference 
does not provide the teaching noted above with respect to the anticipation rejection 
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that is absent from the primary Knudson reference. Thus, the combination of prior 
art references fails to teach or suggest all the claim limitations. Therefore, 
reconsideration of the rejections of claims 8-11 and their allowance are respectfully 
requested. 

Dependent claims 12-14 are added and are submitted as patentable over the 
cited art of record based on the subject matter cited therein in addition to the subject 
matter of their respective base claims. 

No fee is believed due. If there is any fee due the USPTO is hereby authorized 
to charge such fee to Deposit Account No. 10-1250. 

In light of the foregoing, the application is now believed to be in proper form 
for allowance of all claims and notice to that effect is earnestly solicited. 



Respectfully submitted, 
JORDAN AND HAMBURG llp 




Frank J. Jordan °^ 
Reg. No. 20,456 
Attorney for Applicants 



Jordan and Hamburg llp 
122 East 42nd Street 
New York, New York 10168 
(212) 986-2340 




enc: 



Replacement drawing sheets containing Figs. 14A, 14B and 15. 
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